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III. Remarks 

This Response addresses the Office Action mailed on August 9, 2007. A diligent effort 
has been made to respond to the rejections contained therein, and reconsideration and allowance 
is respectfully requested in view of this Response. 

The Examiner has objected to claim 20 requesting a punctuation correction. (OA, ]f2.) 
Further, the Examiner has objected to the length of the Abstract as well as use of phrases which 
can be implied. (OA, 1ffl3-4.) The Examiner has also rejected pending claims 1 1-23. The 
Examiner asserts that European publication EP0615377A2 by Pasonen et al. ("Pasonen") 
anticipates claim 1 1 . (OA, 1(6.) The Examiner asserts that Pasonen in view of U.S. Patent No. 
6,101,397 to Grob et al. ("Grob") obviate claims 12-23. (OA, ^9.) 

In this response, claims 1 1 and 22 have been canceled. Claims 12, 15-21 and 23 have 
been amended. Claims 12-21 and 23 remain pending in this application. With respect to the 
objection to claim 20, Assignee's amendment herein makes the requested punctuation correction. 
Assignee asserts that the amendment to the Abstract above addresses the Examiner's objection. 
With respect to the rejection of the claims, the Assignee respectfully traverses these rejections as 
follows. 

A. Claim 11 Anticipation Rejection 

The Examiner asserts that Pasonen anticipates pending claim 1 1 . The Assignee has 
canceled claim 1 1 by virtue of this amendment rendering this rejection moot. The Assignee has 
rewritten dependent claim 12 in independent form incorporating the limitations of claim 1 1 as 
more fully discussed below. 

B. Claims 12-23 Obviousness Rejection 

The Examiner asserts that Pasonen in combination with Grob obviates pending 
claims 12-23. Claim 12 has been rewritten in independent form incorporating the limitations of 
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claim 1 1 from which it previously depended. Further, claim 12 has been amended to incorporate 
the limitation of the "traveler portion being programmed to receive input of an email address" 
from claim 15. Claim 15 has also been amended to remove the now redundant limitation. As 
explained below, the Assignee contends that the combination of Pasonen with Grob is 
inappropriate and, even if appropriate, fails to obviate pending claims 12-23. 
1. Discussion of Prior Art 

Pasonen describes a method of automatic facsimile delivery in a local area network 
environment. The method uses a facsimile delivery system ("FDS"). (Pasonen, Abstract.) The 
FDS has a set of telephone numbers associated with it. (Id.) The FDS receives a facsimile 
message ("FM") from an originator of the FM ("OF") on one of the associated telephone 
numbers. (Id.) The used telephone number is associated with a particular subscriber. (Id. at 
2:23-26.) Pasonen's technique then uses the inbound telephone number to identify the intended 
recipient. (Id.) 

In a preferred embodiment, Pasonen's encodes the inbound telephone number into the ID 
field of the facsimile header and forwards the facsimile to a fax number associated with the 
intended recipient. (Id. at 4: 15-28.) In this approach, the original information in the ID field, 
"textual description of the originating facsimile", is replaced by the inbound telephone number. 
(Id. at 26-3 1 .) The information in this field provided by the OF is, therefore, lost. Alternatively, 
the FDS includes a direct connection to an e-mail systems and uses the inbound telephone 
number to direct the FM to the recipient via the connected e-mail system. (Id. at 3:31-38.) 

Grob discloses a "process for requesting a voice connection after a facsimile transmission 
in a wireless communication environment." (Grob, 1:39-41.) In wired facsimile transmissions, a 
user when sending a facsimile can request a voice connection at completion of the facsimile 
transmission. (Id. at 1 : 15-21 .) Grob is directed to providing such a feature for facsimile 
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transmission via wireless modems. (Id. at 1:39-41.) Grob describes a system that combines a 
computer connected to a radio telephone that accomplishes the voice connection request. (Id. at 
2:1-4.) Grob indicates that a facsimile machine or a PDA "having a facsimile adapter and/or 
facsimile software" could take the place of the computer in the provided arrangement. (Id. at 
4:15-21.) The computer, facsimile machine or PDA provides the facsimile image for 
transmission. (Id. and Id. at 3:56-58.) The radio telephone serves as an alternative or additional 
method for command entry, namely the voice connection request. (Id. at 3:60-64, 4:22-40.) 
2. Combination of Grob with Pasonen Is Improper 

The Examiner asserts that Grob discloses "a system for interaction with a fax machine 
and sending a fax to email communications." (OA, ^(10 and others) The Assignee respectfully 
disagrees. Grob does not disclose a server-side system for sending communications to a fax to e- 
mail system. Grob, in fact, teaches away from such a combination. Where a modification 
renders the prior art inoperable for its intended purpose, the prior art teaches away from the 
proposed modification. (In re Gordon, 733 F.2d 900, 903 (Fed. Cir. 1984.); see also M.P.E.P. 
§ 2143.01 I.V) The combination of Pasonen and Grob is inappropriate because the inventive 
voice connection request of Grob would cease to operate when combined with the fax-to-e-mail 
solution in Pasonen. 

The facsimile transmission with voice connection request system described in Grob could 
transmit a facsimile message to the fax-to-email delivery system of Pasonen; however, the FDS 
described in Pasonen would not be equipped to deal a voice connection request, the very heart of 
the Grob disclosure. Pasonen fails to describe any ability for the FDS to receive a voice 
connection request and allow a user to pick up a phone and speak with a user at an OF. In 
contrast, the very purpose of the FDS to receive facsimile messages for multiple user and to 
automatically forward them for e-mail delivery suggests that no such ability would exist in 
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Pasonen's FDS. Consequently, Grob teaches away from the combination of its sender-side 
system transmitting to any receiver-side system that does not incorporate a voice connection 
capability. 

For at least this reason, it would not be obvious for one of ordinary skill to combine the 
teachings of Grob with Pasonen. The Assignee, therefore, asserts that the Examiner has failed to 
establish a prima facie case of obviousness with respect to claims 12-23. The Assignee requests 
that the Examiner reconsider and withdraw the rejection of these claims on this basis. 

3. Combination Fails to Obviate Claims 12-15 

In addition, even if the combination of Grob with Pasonen were appropriate, the 
combination Pasonen and Grob fails to teach or suggest a bifurcated interface having a host 
portion and a traveler portion where the traveler portion is programmed to receive input of an 
email address as required under amended claim 12. Assuming that Grob is the OF for 
transmission to the delivery system of Pasonen, the combined references fail to teach or suggest 
entry of an email address in a traveler portion. 

The Grob-Pasonen combined system identifies the intended recipient based upon inbound 
telephone number. The combined system does not teach or suggest provision of an email 
address on the sender-side; the receiver-side in the asserted combination is responsible for 
determining an email address. The system of claim 12 receives an email address at the traveler 
portion of the interface which renders unnecessary the need for multiple phone lines of the 
combined system. For at least these reasons, the Assignee requests that the Examiner reconsider 
and withdraw and his rejection of claim 12, and claims 13-15 which depend from claim 12 and, 
therefore, include all of claim 12's limitations. 

Pending claim 13 adds the requirement that the "traveler portion" is "a specially 
programmed personal data assistant." The Examiner asserts that Grob teaches a PDA as a 
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traveler portion citing Grob disclosure at 4:15-21. Grob does not disclose a PDA as a traveler 
portion, but rather discloses a PDA as a facsimile host. (Grob, 4:15-21.) The Assignee therefore 
request withdrawal of the Examiner's rejection of claims 13-15 for at least this further reason. 

Further, the Grob-Pasonen combination fails to teach or suggest communication of an 
address from the traveler portion - radiotelephone of Grob - to the host portion - 
computer/facsimile/PDA of Grob as required by claim 15. The Grob-Pasonen combination 
would have no need for such a communication since no email addressing is used on the sender- 
side of the combination. The email address is determined on the receiver-side by the Grob- 
Pasonen combination. For this additional reason, the Assignee requests reconsideration and 
withdrawal of the Examiner's rejection of claim 15. 

4. Combination Fails to Obviate Claims 16-23 

Further, even if the combination of Grob with Pasonen were appropriate, the combination 
Pasonen and Grob fails to teach or suggest "transmitting an image ... to an email address entered 
at a personal data assistant" as required under amended claim 16. The Assignee requests 
reconsideration and withdrawal of the rejection of claims 16-21 and 23. 

Assuming that Grob is the OF for transmission to the delivery system of Pasonen, the 
combined references at best suggest entry of a telephone number to a PDA that forwards an 
image to radiotelephone that dials the entered telephone number and transmits the image to an 
FDS over the telephone connection. The FDS uses the inbound telephone number to determine 
an email address and routes the transmitted image to that email address. The Grob-Pasonen 
combination determines the email destination based upon the inbound telephone number at the 
FDS, not the sender-side. Under claim 16, the email address destination is entered at a personal 
data assistant, no determination of the email address is necessary. For at least this reason, the 
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Assignee request reconsideration and withdrawal of the rejection of claim 16, and and claims 17- 
21 and 23 which depend from claim 16 and, therefore, include all of claim 16's limitations. 

In addition, claims 17 and 21 requires conveying of the email address from the PDA to a 
host interface portion. No such communication occurs in the context of the asserted Grob- 
Pasonen combination. The PDA in the Grob-Pasonen combination performs the host interface 
portion of claims 17 and 21. Applying the claim 17 and 21 conveying requirement to the 
Examiner's Grob-Pasonen combination would result in the PDA having to convey the received 
email address to itself. Assuming that the radiotelephone in the Grob-Pasonen combination is 
the "personal data assistant" in claims 17 and 21 also fails. Neither reference alone or in 
combination suggests the entry of an email address at the radiotelephone, or anywhere on the 
sender-side. The Grob-Pasonen combination relies on use of the inbound telephone number to 
the FDS to forward the facsimile to the email recipient. Consequently, the Assignee requests 
reconsideration and withdrawal of the rejection of claims 17 and 21 for this additional reason. 

Claim 1 8 requires "delivering ... an email message . . . containing custom text entered at 
the personal data assistant." The Examiner asserts that "obviously any additional text can be 
entered at the fax machine." (OA, ]fl6.) The Examiner has failed provide any basis for the 
assertion that it would be obvious to one skilled in the art in viewing the Grob-Pasonen 
combination that text entered at a sender-sider of an originating fax would appear in the email 
conveying the transmitted fax to the email recipient. Grob lacks any disclosure of providing text 
on the sender-side accompanying a fax transmission. Pasonen lacks any disclosure of including 
text provided by an OF in the email delivery of the received facsimile. For at least this further 
reason, the Assignee request reconsideration and withdrawal of the rejection of claim 18. 

This same argument applies equally to claim 20 which requires "transmitting custom text 
to a server ... and the creation at the server of an email message containing the custom text." 
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Again with respect to this claim the Examiner asserts that "it is obvious that any additional text 
can be entered at fax machine." (OA, TJ18.) The Examiner again fails provide any basis for the 
assertion that it would be obvious to one skilled in the art in viewing the Grob-Pasonen 
combination that text entered at a sender-sider of an originating fax would appear in the email 
conveying the transmitted fax to the email recipient. Grob lacks any disclosure of providing text 
on the sender-side accompanying a fax transmission. Pasonen lacks any disclosure of including 
text provided by an OF in the email delivery of the received facsimile. For at least this further 
reason, the Assignee request reconsideration and withdrawal of the rejection of claim 20. 
IV. Conclusion 

For all the reasons discussed above, Assignee respectfully requests that the Examiner do 
the following: 

1 . withdraw the rejections and objections stated in the Office Action in light of the present 
amendment and remarks above; and 

2. allow all pending claims so that a patent containing claims 12-21 and 23 may issue in due 



Because this paper is filed within three months of August 9, 2007, the undersigned 
believes that no fee for an extension of time to file this paper is due. If the undersigned is 
incorrect in his belief regarding fees and/or requirement for an extension of time, the 
Commissioner is authorized to charge any underpayment of fees, or to refund any overpayment 
of fees, to deposit account 50-3091, ref no. C011.P004U2. 

The Examiner is invited to contact the undersigned if such contact would assist in the 
further prosecution of this case. 



course. 
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Respectfully submitted 
on November 9, 2007, 

Weatherly Kerven & SEIGEL LLC 



/David Kerven/ 



David Kerven 
Registration No. 43,712 



Weatherly Kerven & Seigel llc 

Customer Nd. 35564 
Phone: 77D-395-592a 
Fax: TVCJ-SQS-Scps 1 
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